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DETAILED ACTION 
Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds its 
support in the language of35U.S.C. 101 which states that "whoever invents or discovers 
any new and useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, 
the term "same invention," in this context, means an invention drawn to identical subject 
matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 

1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double patenting rejection based 
upon 35 U.S.C. 101. 

2. Claims 1 - 31 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1 - 24 and 36 - 42 of copending Application No. 
09/636,738. This is a provisional double patenting rejection since the conflicting claims 
have not in fact been patented. 

3. Claims 1-31 of this application conflict with claims 1-24 and 36 - 42 of 
Application No. 09/636,738. 37 CFR 1.78(b) provides that when two or more 
applications filed by the same applicant contain conflicting claims, elimination of such 
claims from all but one application may be required in the absence of good and sufficient 
reason for their retention during pendency in more than one application. Applicant is 
required to either cancel the conflicting claims from all but one application or maintain a 
clear line of demarcation between the applications. See MPEP § 822. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lindroos (WO 95/22230) in view of Widegren et al. (US Patent number 6,621,793). 

Regarding claims 1 and 25, Lindroos discloses that a method for coordinating 
charging information in a communications network (Fig. 1,3, abstract, and pages 3, lines 
1 - 29). Lindroos teaches that establishing a communication channel (Fig. 1 and pages 4, 
lines 24 - page 5, lines 22, where teaches mobile user establishes a call connection to 
mobile communication network). Lindroos teaches that associating a charging 
identification with said communication channel (pages 3, lines 1 - 29, Fig. 1,3, and 
pages 4, lines 24 - page 5, lines 22, where teaches the unique identification code makes it 
possible to handle all charging information belonging to one single call). Lindroos also 
teaches that sending said charging identification from a first network element in the 
transport layer (mobile station or GPRS support node or GMSC or could be anything in 
Fig.. 3) to a second network element in the application layer (visit network or could be 
anything in Fig. 3) (Fig. 3, 8 and pages 6, lines 14 - pages 7, lines 26, and pages 8, where 
teaches third party, mobile station, or GMSC in GSM mobile communication network 
(GPRS Node) transmits to charging ID information to visit network). 
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However, Lindroos does not specifically disclose the limitation "sending packet 
data from a first network element, GPRS Support Node, in the transport layer, to a second 
network element (Call State Control Function (CSCF)) in the application layer". 
However, Widegren discloses the limitation "sending packet data from a first network 
element, GPRS Support Node, in the transport layer, to a second network element (Call 
State Control Function (CSCF)) in the application layer" (column 17, lines 16 - column 
19, lines 30 and Fig. 20, where teaches the authorization token needs to be included in the 
PDP context activation request, the policy control interface (between the PCF and the 
Gateway when the decision is forwarded from the PCF to the GGSN), and SIP signaling 
messages between the CSCF and UE). It would have been obvious to one having 
ordinary skill in the art at the time of invention was made to modify the Lindroos system 
as taught by Widegren. The motivation does so would be to improve a calling control for 
efficient charging in mobile packet data communication system. 

Regarding claim 2, Lindroos discloses that the second network element adds said 
charging identification to charging identification, which said second network element 
collects (pages 9, lines 1 - pages 11, lines 9 and Fig. 3, 8). 

Regarding claim 3, Lindroos discloses that the first network element sends an 
address of a network element together with said charging identification to said second 
network element (pages 6, lines 14 - pages 7, lines 26 and Fig. 3, 5, 8). 

Regarding claim 4, Lindroos discloses that the second network element adds said 
address of a network element to charging information which said second network element 
collects (pages 5, lines 6 - pages 7, lines 26 and Fig. 3, 5, 8). 
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Regarding claim 5, Lindroos discloses that the first network element sends 
security information together with said charging identification to said second network 
element (pages 6, lines 14 - pages 8, lines 1 1 and Fig. 3, 5, 8). 

Regarding claim 6, Lindroos discloses that the second network element verifies 
said charging identification against said security information (pages 5, lines 6 - pages 8, 
lines 1 1 and Fig. 3, 5, 8). 

Regarding claims 7 and 26, Lindroos and Widegren disclose the all the 
limitation, as discussed in claim 1. 

Regarding claims 8 and 27, Lindroos and Widegren disclose the all the 
limitation, as discussed in claim 1 . Furthermore, Lindroos further discloses that the 
charging identification is a GGSN allocated Charging ID (Fig. 3, 8 and pages 6, lines 14 
-pages 8, lines 11). 

Regarding claims 9 and 28, Lindroos discloses that the first network element is 
Mobile Station (MS) (pages 3, lines 1 - 29, Fig. 1, 3, and pages 4, lines 24 - page 5, lines 



Regarding claims 10 and 29, Lindroos and Widegren disclose the all the 
limitation, as discussed in claim 1 . Furthermore, Lindroos further discloses that the first 
network element is Serving GPRS Support Node (SGSN) (Fig. 3, 8 and pages 6, lines 14 
-pages 8, lines 11). 

Regarding claims 11 and 30, Lindroos and Widegren disclose the all the 
limitation, as discussed in claim 1 . Furthermore, Lindroos further discloses that the first 



22). 
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network element is a Gateway GPRS Support Node (GGSN) (Fig. 3, 8 and pages 6, lines 
14 -pages 8, lines 11). 

Regarding claims 12 and 31, Lindroos and Widegren disclose the all the 
limitation, as discussed in claim 1. 

Regarding claim 13, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1. Furthermore, Lindroos further discloses that an SGSN sends the 
address of a network element to said first network element (Fig. 3, 8 and pages 6, lines 14 
-pages 8, lines 11). 

Regarding claim 14, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1. Furthermore, Lindroos further discloses that the address of a 
network element is an address of a GGSN (Fig. 3, 8 and pages 6, lines 14 - pages 8, lines 



Regarding claim 15, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1. Furthermore, Lindroos further discloses that the transport layer is a 
GPRS/UMTS (Fig. 3, 8 and pages 6, lines 14 - pages 8, lines 1 1). 

Regarding claim 16, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1. Furthermore, Lindroos further discloses that the transport layer is 
Packet Switched Core Network domain (Fig. 3, 8 and pages 6, lines 14 - pages 8, lines 



Regarding claim 17, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1 . Furthermore, Lindroos further discloses that the application layer is 



ii). 



ii). 
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a IP Multimedia Core Network domain (Fig. 3, 8 and pages 6, lines 14 - pages 8, lines 



Regarding claim 18, Lindroos and Widegren disclose the all the limitation, as 
discussed in claim 1 . Furthermore, Lindroos further discloses that the communication 
network is a packet switched wireless network (Fig. 3, 8 and pages 6, lines 14 - pages 8, 
lines 11). 

Regarding claim 19, Lindroos discloses that sending said charging identification 
is performed autonomously (pages 3, lines 1 - 29, Fig. 1, 3, and pages 4, lines 24 - page 

5, lines 22). 

Regarding claim 20, Lindroos discloses that sending said charging identification 
is performed based on a request from said second network element (pages 3, lines 1 - 29, 
Fig. 3, 8, and pages 6, lines 14 - pages 8, lines 1 1). 

Regarding claim 21, Lindroos discloses that the second network element sends 
said charging identification towards an endpoint of a communication (Fig. 3, 8 and pages 

6, lines 14 - pages 8, lines 11). 

Regarding claim 22, Lindroos discloses that the second network element sends 
security information together with said charging identification toward said endpoint of a 
communication (pages 6, lines 14 - pages 8, lines 1 1 and Fig. 3, 5, 8). 

Regarding claim 23, Lindroos discloses that the second network element sends an 
address of a network element together with said charging identification to said endpoint 
of a communication (pages 6, lines 14 - pages 7, lines 26 and Fig. 3, 5, 8). 



ii). 
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Regarding claim 24, Lindroos and Widegren disclose all the limitation, as 
discussed in claims 1 and 4. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Donovan et al. (US Patent number 6,453,158) discloses Wireless Prepaid 
Platform Integration with Standard Signaling. 

Sayers et al. (US 2003/0186694) discloses Integrated Wireless Communications 
In Private and Public Network Environments. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 308-9051, (for formal communications intended for entry) 

Or: 

(703) 308-6606 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT"). 
Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Lee whose telephone number is (703) 306-5936. 
He can normally be reached Monday-Thursday and alternate Fridays from 8:30am-5:00 
pm. If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Nay 



Application/Control Number: 09/577,152 



Art Unit: 2684 



Page 9 



Aung Maung, can be reached on (703) 308-7745. Any inquiry of a general nature or 
relating to the status of this application should be directed to the Group receptionist 
whose telephone number is (703) 305-4700. 




